Remarks 



Claims 1, 3, 6-15, 17-20 and 23-24 remain pending in the application. Additionally, new 
dependent claim 26 is now of record. 

In the previous office action, claim 1 was rejected under 35 U.S.C. 103(a) as being 
unpatentable over the patent to Sondhi et al. (US 5771754) in view of the patent to Doyle (US 
5863198). However, the subject matter of claim 1 is not believed to be obvious in view of the 
hypothetical combination of these references. 

The '754 patent nowhere suggests that a bonding composition may be preapplied to the base 
of a number of appliances and then packaged in a container. Instead, the '754 patent teaches the 
opposite; namely, that the bonding composition should be applied to the appliances immediately 
before use and only during the course of a bonding procedure in the practitioner's office. 

The '198 patent does not disclose the concept of an indirect bonding tray for bonding a 
plurality of appliances at once. In contrast, the 6 198 patent concerns appliances that are mounted on 
jigs. As shown in the drawings, each jig together with its corresponding appliance is packaged in a 
separate container. The '198 patent does not teach the concept of a bonding tray with multiple 
appliances, nor does it teach the concept of a container that receives a bonding tray with multiple 
appliances. 

In addition, claim 1 has now been amended to recite that the container includes a barrier 
layer to reduce the passage of volatile components therethrough. Such a concept is not disclosed or 
suggested by either the '198 Doyle patent or the '754 Sondhi patent. In the ' 198 Doyle patent, it is 
indicated in column 6, lines 22-25 that the backing sheet 92 is comprised of a semi-rigid, opaque 
material such as reinforced paper or cardboard. 

Applicant's construction is an advantage in that the tendency of the adhesive to degrade 
over time or due to the influences of atmospheric conditions is reduced. Consequently, the 
likelihood of bond failure of the resulting bond is also correspondingly reduced. In the '198 patent, 
the individual packages are arranged along two curves resembling dental arches. This arrangement 
is similar to a conventional setup tray used in many orthodontic practices. Consequently, the 
concepts of the '198 patent are directed toward an arrangement of individual brackets in an 
orientation similar to a setup tray to assist the practitioner in selecting the correct brackets during a 



8 



Application No.: 10/678286 Case No.: 58655US002 



bonding procedure. However, applicant's construction avoids the need for such an arrangement, 
since the appliances are pre-arranged and placed in the proper order and placement in the indirect 
bonding tray that is supplied to the practitioner. 

Claim 17 has been amended to recite additional steps in a method for making apparatus for 
orthodontic indirect bonding. Again, this method is neither taught nor suggested by the references 
of record. 

Claim 17 now recites the act of obtaining information in an orthodontic office relating to the 
contour of at least portions of the patient's tooth structure. This information is then provided to a 
manufacturer of indirect bonding trays. Moreover, a base for each appliance is formed at a 
manufacturer's facility to replicate the patient's tooth structure. Also, a quantity of bonding 
adhesive is applied at the manufacturer's facility to the base of each appliance. After the placement 
device is placed in a container, the container is sent to an orthodontic practitioner for use. 

The procedure as described in the '754 Sondhi patent is. Sondhi does not teach that tooth 
contour information can be provided to a manufacturer after the information is obtained at the 
practitioner's office, where the manufacturer subsequently forms a base on each appliance and 
applies a quantity of bonding composition to each base. 

The '198 Doyle patent does not relate to indirect bonding trays for bonding a plurality of 
orthodontic appliances. In addition, there is nothing in the '198 patent to suggest that a base is 
formed on each appliance that is a replica of the patient's tooth structure. Nor is there any 
suggestion in this reference that information relating to tooth contours is obtained from the 
practitioner's office and then provided to a manufacturing facility, where the bases are formed and a 
quantity of bonding composition is applied to each base. 

New claim 26 depends from claim 1 and recites that the container includes an additional 
quantity of at least one volatile component of the bonding composition in a location other than in 
the bonding composition that is applied to the base of each appliance. Again, such a concept is 
neither taught nor suggested by any combination of the cited references. 

As mentioned above, neither the '754 nor the '198 patent disclose the concept of a bonding 
tray that is received in a chamber of a container. Although the '198 patent discloses individual 
appliances in individual, separate containers, there is no suggestion in this reference that an 
additional quantity of volatile components can be provided in each chamber. 
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The concept set out in new claim 26 are an advantage in that such construction helps 
decrease the loss of volatile components that are present in the bonding composition that is supplied 
to the base of the appliances. By adding an additional quantity of such components in the chamber, 
equilibrium is shifted and consequently the bonding composition is more likely to retain good 
bonding characteristics. 

Antecedent basis for the subject matter of the new language added to the claims can be 
found throughout the application as filed. See, for example, the text bridging page 1 1, line 28 to 
page 12, line 15 regarding the barrier layer and the text bridging page 12, line 22 to page 13, line 4 
regarding the additional quantity of volatile components. The new language of method claim 17 
can be found in the text bridging page 13, line 21 to page 14, line 16 and page 22, lines 3-7. The 
text on page 12 has been amended to include some of the information previously incorporated by 
reference (specifically, from column 5, lines 38-40 of U.S. Patent No. 5,538,129). 

For the reasons set out above, it is believed that this application is in condition for 
allowance and such action is courteously solicited. 



Respectfully submitted, 



June 1,2006 
Date 




James D. Christoff, Reg. No.: 31,492 
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